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Facsimile No.: (571 ) 273-8300 
Transmitted By: Brend a Wiseman 



TO: USPTO 

From: Gary P. Oakeson 
Our Docket No.: 200401 024-1 

FOR: WEAK BASE MODIFICATION OF POROUS INK-JET MEDIA COATING FOR 
ENHANCED IMAGE QUALITY 

1 

Subject: appellants' reply brief under 37 c.f.r. § 41 .41 



: Commissioner For Patents 
. : PO Box 1450 . .... 
• • Alexandria, VA 22313-1450 

. .Dear Sir/Madam: 

Attached please find a Reply Brief under 37 C.F.R. § 41 .41 for Docket No. 200401024- 
' 1 , Application No. 1 0/774,91 7. 

1 Thank you. W© await your confirmation of receipt. 

RespdctfullyAubmitted, 




r son 

THORPE* NORTH & WESTERN, LLP 
Customer No, 20,551 
Reg. No. 44266 



The payos that follow may contain sensitive, privileged or confidential information intended solely for the addressee 
named above, if you receivo this mossago and are not the agent or employee of Iho addressee, and have therefore 
been sent or received lhls communication in error, you ore asked not to disseminate or copy any of the attached and 
are to notify the sender immediately by telephone. Please also return the original messago to the sender by mail. 
Thank you. 

Vvww,triw.com 

/ OlftQ &N(h 700 East * Suite 200 * Samly, Utah WOflHfeK! » 6Q13GB.G633 • 1 801.5C6.0750 ■ pallaw@rnwcnrii U.S. Mailing Address: PD Gox 1219 < Sandy. M 81031-1219 

Ihc \m ApiUMtih to Premier Performance- 
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HEWLETT-PACKARD COMPANY 
IntoUattuMl Pmperty Administration 
P.O. Box 272400 

Port Collins, Colorado 50527-2400 



PATENT APPLICATION 
ATTORNEY DOCKET NO. 2Q040 1024-1 



IN THE 

UNITED STATES PATENT AND TRADEMARK OFFICE 



Inventor(s): , Pater C, Zahrobsky 
Application No.; 10/774,917 
Filing Dato: 02^06/2004 



Confirmation No.: 8858 
Examiner: Betelhom Shewareged 
Group Art Unit; 1794 



• Title- WEAK BASE MODIFICATION OF POROUS INK- JET MEDIA COATING FOR ENHANCED IMAGE 
* QUALITY 



Mail Stop Appeal Briof - Patents 
Commissioner For Patents 
PO Box 1450 

Alexandria, VA 22313-1450 



Transmitted herewith is the Reply Brief with respect to the Examiners Answer mailed on _ . . J1/I??S9Z_ - 

This Reply fVief is being filed pursuant 1o 37 CFR 1 .193(b) within two months of the date of the Examiner's Answer. 

(Note: Extensions of time are not allowed under 37 CFR 1 .136(a)) 

(Note: Failure to file a Reply Brier will result in dismissal of the Appaal as to the claims made subject to an expressly 
slated new around rejection.) 

No fee is required far filing of this Reply Brief. 

If any fees are required please charge Deposit Account 08-2025. 



I "| J hereby certify thai this corrospondonoa Is being 
^ depositor! will t the United Slates Postal Service 
as first class mail in an envelope addressed lo: 
Cornmtefifonu' for Patents. Alexandria, VA 220 13*1450 

Data of Deposit: 

OR 

|x1 I hereby fortify Ihnt Ihis pdpnr Id being 

trunsmiuad lo the patent and Trademnik Office 
facsimile number (571) ?73-ttt00, 
Date of facsimile: G1/10/2QQ3 

Typed Name; BrorxJa WsorMn 




Respectfully submitted, 
Peter C 

By 

Garyp Oakison 
AHemey/Agent for Applicants) 

Reg No, ; 44,206 
Date: 01/10/2006 
Telephone : 801-566-6633 



; ' nov 10/07 <RDpfylJff) 
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IN THE UNITED STATES PATENT AND TRAD E MARK OFFICE 



APPELLANT; Peter C. Zahrobsky 

SKIUALNO.: 10/774,917 

FILlNCi DA I li: 07/06/2004 

CONP.NO.: 8858 

FOR: WEAK BASE 

MODIFICATION OF 
POROUS I NIC-JET MEDIA 
COATING FOR ENHANCED 
IMAGE QUALITY 

ART UNIT; 1794 

EX A M 1 NER Held hem Shcwarcgetl 

DOCKET NO.: 200401024-1 



CERTIFICATE OF 
DEPOSIT UNDER 37 C.F.R. 
§ 1.8 

I hereby certify that this 
correspondence is being transmitted 
via facsimile to the USPTO or beinfi 
deposited with the United Stales 
I'QStal Service with sufficient postage 
as first class postage in an envelope 
addressed 1o Commissioner for 
I'aTcms, P,0, liox 1450, Alexandria, 
VA 223 13-1450 on the date indicated 
below. 

...„lli?k? 

Date of Deposit 
ftrenda Wiseman 



APPKU .ANTS' KjjPLY BKIKF IjNDKR 37 C .P.R. § 41.41 

HEWLETT-PACKARD COMPANY 
Intellectual Property Administration 
P.O. Box 272400 

Fort Collins, Colorado 80528-9599 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
Mail Stop Appeal Brief - Patents 



Sir: 

Appellants submit this Reply Brief in response to the Examiner's Answer 
mailed on November 19, 2007 in connection with their appeal from the final rejection 
Of the Patent Office, mailed October 4, 2007, in the above-identified application. 



PAGE 3/11 * RCVD AT 1/10/2008 4:47:14 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-5/0 * DNIS:2738300 * CSID: * DURATION (mm-ss):02.34 



" J AN- 10-08 THU 02:44 PM 



FAX NO. 



P. 04 



REPLY BR1F.F 

Docket No. 200401024-1 



S TATUS OF CLAIMS 
Claims 1-23 and 25-47 remain pending. Claim 24 has been canceled. Claims 
1-13 and 3 1 -47 have been withdrawn. The claims on appeal in this application are 
claims 14-23 and 25-30. 
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GKOIJNDS OF RIUECTtON TO RK RHV1KWKD QN _AJT£AL 
The issue presented for review is whether claims 14-23 and 25-30 arc 
unpatentable under 35 IJ.S.C, 103(a) as being obvious over U.S. Patent No. 
6,492,005 (hereinafter ^Ohbqyashi") in view ofUS. Patent No. 6,129,785 
(hereinafter "SchlicsmarT) and U.S. Published Patent Application No. 
2003/0064206 (hereina fter "Koyano"). 
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. ; : ; : Rl-Pf.Y BRUtf 

. Docket No. 200-101024-1 

:< '■; ARGUMENT 

I : A. F.Xiuriir icr's Answer 

, j ' . . . The following paragraph summarizes Ihc Examiner's 103 rejections and the 
Examiner's response to the Appellants' arguments. The following section D 

; ; ; addresses those arguments that have been presented by the Examiner in response to 

• the Appellants 1 previous arguments. The Appellants refer the Board of Appeals to the 

: Appeal Hricf for a more complete summary of Appellants 5 positions, as supplemented 

- : ; ' ! " ' • • by the present Reply Brief. 

', • 1. In rejecting claims 14-23 and 25-30, the Hxaminer Alleges that Ohbayashi 

! ; ' discloses an ink-jet recording sheet comprising a support; an ink absorptive layer on V • 

the support; and a recording layer comprising a binder , inorganic particles, a hardener, ■« 

.j ' , and a pM adjuster. The Examiner Ihcn alleges that the pi T adjustor and the hardener 

• react with one another, forming bubbles and that such a reaction is inherent in the ink 

1 I . 1 , ' : ' ' absorptive layer. However, the Kxamirier acknowledges that Ohbayashi fails to teach 

/ ■ that the ink absorptive layer has the claimed ptl value. To cure this deficiency, the 

; ; t\ ; ' ' . Examiner then cites Sebliesman as teaching such a pH, The Examiner also 

■ ;j , '. ! ': acknowledges that Ohbayashi in view of Schlicsman fails to teach the use of lithium 

' , as a pi I adjusting agent. To cure the deficiency, the Examiner cites Koyano as 

. allegedly teaching such a pi I adjusting agent. 

' ' 2. In response to Appellants' argument that the claimed element of an alkali 

, . • ' ; metal present in (he ink receiving layer at from 0.4-10 wl% has not been shown, the 

. * ' , ; . , f Ttaamincr responds that additives are generally added in small amounts and that .since 

" ; / y' ' .*. the reference docs not teach any ranges, it would have been obvious to one skilled in 

; • 'j' : ' ' ' the art to adjust the amount of potassium carbonate, 
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3. In response to Appellants' argument that the lilhium hydroxide of Koyano 
is not a weak base, the Examiner responds that Koyano was not cited 1o teach lithium 
hydroxide, rather it was cited to teach lithium carbonalc as a weak base. 

4. In response to Appellants' argument that the gas babbles in the ink- 
: receiving layer has not been shown, the Examiner alleges that the hardener in 

' Ohbaynshi would react with all of the other components in the layer, The Examiner 
has also stated that Appellants hove never provided factual evidence to show that 
there is no reaction wlinfsocvcr between the pi f adjuster and the hardener. 

tt. Phh ayash i/ Schlie sman/ Koyano, 

One major difference between the Appellants' position and the 
Examiner 1 ^; position is whether bubbles form in thu ink-receiving layer in Ohbayashi. 
• The Examiner has argued that such bubble formation, even though not taught, would 
be inherent because the hardener in Ohbasyashi would react with the other 
components in the ink-receiving layer including a possible pH Adjuster of lithium 
carbonate, However, the Examiner has not frilly understood Appellants' arguments 
regarding this issue, 

First, Appellants have shown that the hardening reaction in ink-rcceiving 
layers is well-known and consumes the hardener during the process. As previously 

■ presented, the following reaction schematic illustrates this point: 
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• . As shown above, when boric acid is used in this fashion, it is consumed during 

.,•'!',. flic cross-linking process. Therefore, boric acid oouldjiot subsequently react with 

* ; : * potassium carbonate to generate the gas bubbles as recited in independent claim 14. 

In oiher words, Ohbayashi cannot use boric acid in the manner alleged by the 
Examiner since boric acid is consumed (and n eutralized ) during the cross-linking 
reaction. As previously noted, Lhc use of boric acid in this fashion (as a hardening 
' — agent) is we]J r known in lhc art. Therefore, based on the teachings of Ohbayashi, 

> ; . . boric acid could not be used to generals gas bubbles. 

Appellants then argue that if potassium carbonate were combined with boric 
acid as presently disclosed, such a reaction would frustrate the hardenin g described in 
Ohbayashi, thereby destroying 1hc function of Ohbayashi, since the boric acid would 
be neutralised during the bubble formation process and then could not cross-link the 
: polyvinyl alcohol as taught in Ohbayashi. In other words, Appellants submit that the 

explicit teachings of Ohbayashi fail to teach each and every element of the pending 
claims set. Furthermore, Appellants submit that the inherency relied upon by the 
Tvxamiiu:r (i.e., bubble formation), even if possible, would destroy the functionality of 
Ohbayashi. 

• ( • : Next, Appellants wish to address the Examiner's use of inherency. The 

; , Examiner is relying on inherency to teach bubble formation, but such reliance is 

." ; i , improper to establish a proper 103 rejection. Specifically, Appellants wish to provide 
. : the current case law regarding iho use of inherency in establishing a proper 103 

* '•' rejection. Jn hijcJiijck^ 

• , > ■ found that jx certain condition was known to be optimal, the Court concluded that the 

| *. condition was not necessarily inherent and overturned the 103 rejections based on 
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such inherency, 9 F,3d 1531, 1533-34 (Fed. Cir. 1993), Specifically, the Court 
provided several inherency standards applicable to obviousness, including: 

"[t]he mere fad that a certain thing may result from a given set of 
circumstances is not sufficient. [10 establish inherency.]" In re Oolrich, 
666 p.2d 578, 581-82, 212 USPQ 323, 326 (CCPA 1981) (citations 
omitted). * tr fhat which may be inherent is not necessarily known. 
Obviousness cannot be predicated on what is unknown." In re 
Sponrann, 53 C.C.P.A. 1375, 363 F.2d 444, 448, 150 USPQ 449, 452 
(CCPA 1966). Such a retrospective view of inherency is not a 
substitute tor some teaching or suggestion supporting an obviousness 
rejection. Sec In rc Newell, 891 F.2d 899, 901, 13 USPQ2d 1248, 
1250 (Fed. Ck. 1989). 

As applied to the present case, the mere fact that boric acid and potassium carbonalc 
may form hubbies is not enough to establish inherency. Additionally, even if the 
present combination of materials may be inherent, the present combination of 
materials that formed bubbles was not known based on the teachings of the present 
references. 

Additionally, Appellants wish Lo address the Examiner's contention that the 
alkali metal concentration would be obvious to one skilled in the art. The Examiner 
has justified this conclusion using two reasons. First, the Examiner has alleged that 
additives are known to bo generally added in small amounts. Such a statement has no 
basis in fact hut is merely the Examiner's supposition. In fact, Appellants regard such 
a statement a? erroneous and misleading. Simply because an "additive" can be added 
in a small amount clearly does not provide a teaching that an additive would 
necessarily be added in such an amount. Clearly, the context of the invention would 
dictate the amount needed, In the present case, the Examiner has found a reference 
that teaches an alkali additive as a pf f adjuster, and as such, any hypothetical amount 
of such additive used for that purpose would have no bearing when the additive is 
used for a completely different purpose, i.e., bubble formation. 
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>'' * . : .; Second, the Hxarninur has staled Lhal since the reference is silent on the 

S % . ' ' i amount, it would be obvious to one skilled in the art lo adjust the amount of 

: potassium carbonate lo control the pll value of the layer, However as previously 
. . • aryucd, the motivation to adjust the pH of the layer has no bearing on the amount 

needed lo form bubbles, As such, by the Examiner's own admission, since one 
; • skilled in the art would be attempting to add enough potassium carbonate to control 
the pll, one skilled in ihe ar! would not adjust the amount of potassium carbonate lo 
, > • * form bubbles and arrive at the presently disclosed ranges. These arguments further 

( , v . • ! underscore the fumlantcntal difference between Appellants' position and the 

. Examiner's position, i.o., the lack of teaching regarding bubble formation in the ink- 

- - ' ; receiving layer. 

| ' Furthermore, Appellants wish to address the Examiner's luck of response with 

respect to dependent claims 1 5, 22, and 23. As previously present in the Appeal 
4 ■ Brief, the Hxamincr has staled that "the use of lithium containing pH adjusting agent 

such as lithium carbonate is well known , , in citing Koyano, However, close 
■ (/ . inspections of Koyano reveals that such compounds are used to maintain the pH near 

; neutral or even as a basic solution. See [0156]. Therefore, one skilled in the art 

. ' . \ would not use such a wcll-knowr) basic compound to achieve the acidic pHs as found 

, \ : : • " ' ' ' '• n dependent claims 22 and 23 or the excess acidic solution found in claim 15, 
. ' • ; Likewise, one skilled in the art would not use a basic pTI adjuster, including the 
'•\ , potassium carbonate, of Ohbayashi. As such, with regard to dependent claims 15, 22, 

• ' ' , and 23, the present rejection would not only destroy the functionality oflhe gas 

]\ «""„':' ' , : bubble formation, but would also destroy the functionality of achieving the recited 
; <// j pH. . 
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Because tho asserted combination fails to teach every element of independent 
;• claim 14 and the ruspoctivo dependent claims, including the alkali metal present in the 
ink-receiving layer at from about 0.4 wt% to about 10 wt% and the gas generated 
bubbles in the ink-receiving layer, Appellants submit that these claims present 
patentable subject matter, and (he rejections of these claims should be overturned. 

C ONCLUSION 

Appellants respectfully submit that the claims On appeal set forth in the 
Appendix of Appellants' Appeal Brief arc patentably distinct from the asserted prior 
art references- Particularly, none of the asserted combinations of references leach 
each and every element of the claimed invention. 

For those reasons, Appel lants respectfully request that the Board of Appeals 
reverse the rejections and remand the case to the Examiner for allowance. 

Please charge any fees except for Issue Fee or credit any overpayment to 
Deposit Account No. 08-2025. 

Dated this I0 a ' dny of January, 2008., 




P. Dakcson 
Attorney for Appellant 
Registration No. 44,266 

TIlORPn NORTH & WESTHRN, LLP 
8 1 80 South 700 East, Suite 200 
Sandy, Utah 84070 
(801) 566-6633 

On Behalf Of: 
HEWLETT-PACKARD COMPANY 
Intellectual Properly Administration 
P.O. Box 272400 

Fort Collins, Colorado 80528-9599 
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